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Art Unit: 1774 

DETAILED ACTION 

Claim 58 rejected under 35 U.S.C. 112, second paragraph, is withdrawn due to Applicant's 
arguments. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 31-65 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-20 of U.S. Patent No. 6,916,751 to Kronzer 
in view of USPN 5,468,532 to Ho et al. 

Kronzer claims a heat transfer material comprising a base substrate; a first layer 
overlying the base substrate; a second layer overlying the first layer where both first and second 
layers are melt-flowable at a transfer temperature; and a release layer therebetween. The same 
melting ranges are claimed also (new instant claims 61-65). See patented claims 1-20. Despite 
the difference in wording to a non-transferable portion and transferable portion, the same layers, 
made of the same material, in the same structure is claimed by Kronzer, and thus would be 
expected to perform in the same way as presently claimed. See col. 4, lines 55-57 and Abstract. 
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The results from causing the peelable film to melt and flow (claim 58) and that the polymer layer 
doesn't become fluid at a transfer temperature (claims 58-65) is also inherent as the same 
materials are employed. Kronzer does not claim the first layer having pigment and a crosslinker. 
Ho teaches crosslinking agents epoxy and polyfunctional aziridine are incorporated with acrylic 
polymers in thermal transfer media in ink compositions containing white pigment in one or two 
continuous or discontinuous layers (col. 3, lines 28-45, col. 4, lines 1-21 and 55-68, and col. 5, 
lines 1-5, FIG. 1 and 2) serving to adjust melt flow characteristics (Examples and Abstract). 

It would have been obvious to one of ordinary skill in the art to have modified the heat 
transfer of Kronzer to have included crosslinking agents epoxy and polyfunctional aziridine 
incorporated with acrylic polymers in thermal transfer media in ink compositions containing 
white pigment in a continuous or discontinuous layers as claimed because the composition serves 
to adjust melt flow characteristics (col. 3, lines 28-45, col. 4, lines 1-21 and 42-68, and col 5, 
lines 1-5, FIG. 1 and 2, Examples and Abstract of Ho). 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 31-40, 42-45, 47-54, 56-57, and 59-65 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over USPN 4,863,781 to Kronzer in view of USPN 5,468,532 to Ho et al. 

Kronzer teaches a heat transfer material and method comprising: a substrate layer of 
paper webs or plastic films (instant claims 42, 47, and 56) (Kronzer, 12, FIG 1 and associated 
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text); a release coating layer of acrylic polymer ethylene-methacrylic acid copolymer (Kronzer, 
18, FIG 1 and associated text; col 5, lines 44-45) (instant claims 40, 45 and 54); a peelable film 
layer overlying said release coating layer, wherein said peelable film laver is melt-flowable at a 
transfer temperature (Kronzer, Abstract and 20, FIG 1 and associated text, functional 
equivalency to conformable layer as in Applicant's specification, page 8, [0025] where the 
peelable layer is to conform to a substrate made of a melt index less than 800 as determined by 
ASTM D1238-82; see col. 3, lines 33-40 and col. 5, lines 15-26 of Kronzer teaching 
conformable layer is of the same ethylene vinyl acetate copolymer and wax (instant claims 31, 
39, 43-44, and 52-53) having a melt index greater than 30 to assist in the transfer of vinyl ink 
because of its inherent nature it will when heated soften and flow) ; and a polymer layer 
including an opacifying material, said opaque polymer layer overlying said peelable film layer 
(Kronzer, 22, FIG 1 and associated text, printed vinyl resin white ink (instant claim 32, 35, 48, 
51), see col. 3, line 39, col. 4, lines 15-21 and lines 50-55, col. 5, lines 15-65, and col. 6, line 25). 

Kronzer explains any conventional ink may be used in continuous or discontinuous layers 
and teaches inks are generally composed of a vinyl resin and pigments, but does not teach a 
crosslinking agent /crosslinked polymer or printable layer or that it is of epoxy or multifunctional 
aziridine in adjacent opaque crosslinked layers (instant claims 31, 33-34, 36-37, 43, 48-50, 52, 
57, and 59-60). 

Ho teaches crosslinking agents epoxy and polyfunctional aziridine are incorporated with 
acrylic polymers, a species of vinyl, (crosslinking agent + resin binder, forming crosslinked 
polymer) in thermal or hot transfer media in ink compositions containing white pigment in 
continuous or discontinuous adjacent layers (col. 3, lines 28-45, col. 4, lines 1-21 and 55-68, col. 
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5, lines 1-10 and col. 7, line 51) serving to adjust melt flow characteristics (Examples and 
Abstract). 

It would have been obvious to one of ordinary skill in the art to have modified the heat 
transfer of Kronzer to have included crosslinking agents epoxy and polyfunctional aziridine 
incorporated with acrylic polymers (crosslinking agent + resin binder, forming crosslinked 
polymer) in thermal transfer media in ink compositions containing white pigment in one or two 
continuous or discontinuous polymer or printable layers because the composition serves to adjust 
melt flow characteristics (col. 3, lines 28-45, col. 4, lines 1-21 and 42-68, col. 5, lines 1-10 and 
col. 7, line 51, Examples and Abstract of Ho). 

Regarding instant claims 38, 62 and 65, the capability of being able to be printed by an 
ink jet printer and not becoming fluid at a transfer temperature is met because the materials used 
in the crosslinked printable layer is the same. Also regarding the non-transferable and 
transferable portions, despite the difference in wording to a non-transferable portion and 
transferable portion, the same layers, made of the same material, in the same structure is claimed 
by Kronzer, and thus would be expected to perform in the same way as presently claimed. 

Claims 41, 46, and 55 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
USPN 4,863,781 to Kronzer in view of USPN 5,468,532 to Ho et al. and further in view of 
USPN 5,879,790 to Sogabe et al. 

Kronzer and Ho are applied above. 

Kronzer nor Ho teach a release-modifying agent (instant claims 41, 46, and 55). 
Sogabe teaches a color ink layer containing the same coloring agent, binders of vinyl 
resins and epoxy resins used in combination with a release layer in order to adjust the melt index 
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in heat or thermal transfer sheets. Sogabe teaches release-modifying agents such as wax and 
heat-meltable resins such as acrylic resins are used in combination within release layers for the 
purpose of assisting in transfer and adjusting melt flow (col. 5, lines 3-68-col. 6, lines 10, col. 5, 
line 40-68 - col. 6, line 7 and Table 1). 

It would have been obvious to one of ordinary skill in the art to have modified the heat 
transfer of Kronzer and Ho to have included release-modifying agents because Sogabe teaches 
release-modifying agents help adjust melt flow and assist in overall transferability in heat 
transfers (col. 5, line 40-68 - col. 6, line 7 of Sogabe). 

Claims 52-56 and 59-65 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
USPN 4,863,781 to Kronzer in view of USPN 5,362,548 to Hiyoshi et al. 

Kronzer teaches a heat transfer material and method comprising: a substrate layer of 
paper webs or plastic films (instant claim 56) (Kronzer, 12, FIG 1 and associated text); a release 
coating layer of acrylic polymer ethylene-methacrylic acid copolymer (Kronzer, 20, FIG 1 and 
associated text; col. 5, lines 44-45) (instant claim 54); a peelable film layer overlying said release 
coating layer, wherein said peelable film laver is melt-flowable at a transfer temperature 
(Kronzer, Abstract and 18, FIG 1 and associated text, functional equivalency to conformable 
layer as in Applicant's specification, page 8, [0025] where the peelable layer is to conform to a 
substrate made of a melt index less than 800 as determined by ASTM D1238-82; see col. 3, lines 
33-40 and col. 5, lines 15-26 of Kronzer teaching conformable layer is of the same ethylene vinyl 
acetate copolymer and wax (instant claims 52-53) having a melt index greater than 30 to assist in 
the transfer of vinyl ink because of its inherent nature it will when heated soften and flow) ; and 
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a polymer layer including an opacifying material, said opaque polymer layer overlying said 
peelable film layer (Kronzer, 22, FIG 1 and associated text, printed vinyl resin white ink (instant 
claim 32, 35, 48, 51), see col. 3, line 39, col. 4, lines 15-21 and lines 50-55, col. 5, lines 15-65, 
and col. 6, line 25). 

Kronzer explains any conventional ink may be used in continuous or discontinuous layers 
and teaches inks are generally composed of vinyl resin and pigments, but does not teach a 
crosslinking agent /crosslinked polymer or that it is of epoxy (instant claims 52, 56, and 59-60). 

Hiyoshi teaches a color ink layer containing a coloring agent, binders of vinyl resins and 
epoxy resins (crosslinking agent forming a crosslinked polymer layer) at col. 7, lines 25-65- col. 
8, line 25) used in combination in order to impart adhesion strength in heat or thermal transfer 
sheets. 

It would have been obvious to one of ordinary skill in the art to have modified the heat 
transfer of Kronzer to have included a crosslinking agent forming a crosslinked polymer layer in 
the ink layer because Hiyoshi teaches crosslinking agents help impart adhesion strength in heat 
or thermal transfer sheets (col. 7, lines 25-65- col. 8, line 25of Hiyoshi). 

Kronzer does not teach a release-modifying agent (instant claim 55). 

Hiyoshi teaches release-modifying agents such as wax and heat-meltable resins such as 
acrylic resins are used in combination within multifunctional release and ink layers for the 
purpose of assisting in transfer and adjusting melt flow (col 6, lines 58-68-col. 7, lines 31, col. 8, 
lines 18-25 and line 49). 

It would have been obvious to one of ordinary skill in the art to have modified the heat 
transfer of Kronzer to have included release-modifying agents because Hiyoshi teaches release- 
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modifying agents help adjust melt flow and assist in overall transferability in heat transfers (col. 
6, lines 58-68-col. 7, lines 31, col. 8, lines 18-25 and line 49 of Hiyoshi). 

Regarding instant claims 62 and 65, not becoming fluid at a transfer temperature is met 
because the materials used in the crosslinked printable layer is the same. Also regarding the non- 
transferable and transferable portions, despite the difference in wording to a non-transferable 
portion and transferable portion, the same layers, made of the same material, in the same 
structure is claimed by Kronzer, and thus would be expected to perform in the same way as 
presently claimed. 

Claim 58 is rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 4,863,781 
to Kronzer in view of USPN 5,468,532 to Ho et al. and further in view of USPN 6,582,803 to 
Cole et al. 

Kronzer teaches a heat transfer material and method comprising: a substrate layer of 
paper webs or plastic films (Kronzer, 12, FIG 1 and associated text); a release coating layer of 
acrylic polymer ethylene-methacrylic acid copolymer (Kronzer, 18, FIG 1 and associated text; 
col. 5, lines 44-45) (instant claims 40, 45 and 54); a peelable film layer overlying said release 
coating layer, wherein said peelable film laver is melt-flowable at a transfer temperature 
(Kronzer, Abstract and 20, FIG 1 and associated text, functional equivalency to conformable 
layer as in Applicant's specification, page 8, [0025] where the peelable layer is to conform to a 
substrate made of a melt index less than 800 as determined by ASTM D1238-82; see col. 3, lines 
33-40 and col. 5, lines 15-26 of Kronzer teaching conformable layer is of the same ethylene vinyl 
acetate copolymer and wax having a melt index greater than 30 to assist in the transfer of vinyl 
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ink because of its inherent nature it will when heated soften and flow) ; and a polymer layer 
including an opacifying material, said opaque polymer layer overlying said peelable film layer 
(Kronzer, 22, FIG 1 and associated text, printed vinyl resin white ink (instant claim 58), see col. 
3, line 39, col 4, lines 15-21 and lines 50-55, col 5, lines 15-65, and col. 6, line 25). 

Kronzer explains any conventional ink may be used in continuous or discontinuous layers 
and teaches inks are generally composed of vinyl resin and pigments, but does not teach a 
crosslinking agent /crosslinked polymer or that it is of epoxy or multifunctional aziridine in 
adjacent layers (instant claim 58). 

Ho teaches crosslinking agents epoxy and polyfunctional aziridine are incorporated with 
acrylic polymers, a species of vinyl (crosslinking agent + resin binder, forming crosslinked 
polymer, printable) in thermal or hot transfer media in ink compositions containing white 
pigment in continuous or discontinuous adjacent layers (col. 3, lines 28-45, col. 4, lines 1-21 and 
42-68, col. 5, lines 1-10 and col. 7, line 51) serving to adjust melt flow characteristics (Examples 
and Abstract). 

It would have been obvious to one of ordinary skill in the art to have modified the heat 
transfer of Kronzer to have included crosslinking agents epoxy and polyfunctional aziridine 
incorporated with acrylic polymers (crosslinking agent + resin binder, forming crosslinked 
polymer) in thermal transfer media in ink compositions containing white pigment in one or two 
continuous or discontinuous polymer or printable layers because the composition serves to adjust 
melt flow characteristics (col. 3, lines 28-45, col. 4, lines 1-21 and 55-68, col. 5, lines 1-10 and 
col. 7, line 51, Examples and Abstract of Ho). 
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While Kronzer and Ho teach the overall structure, Kronzer also teaches that layers 18 and 
20 are releasable (col. 4, lines 52-55), but neither reference expressly teach removing a non- 
transferable portion from a transferable portion and applying heat and pressure to the exposed 
opaque crosslinked polymer layer thereby causing the peelable film to melt and flow. 

Cole teaches a similar construction where removable panels of release coated paper in 
image transfer media are peeled away from the film coating to apply an image to T-shirts by 
using an ordinary household iron or heat press (Abstract, col. 2, lines 10-35 and col. 4, lines 25- 
40). 

It would have been obvious to one having ordinary skill in the art to modify the 
combination to remove a non-transferable portion from a transferable portion by applying heat 
and pressure because Cole teaches removing panels of release coated paper substrates peel away 
from the film coating to apply an image to a T-Shirt (Abstract, col. 2, lines 10-35 and lines 59+ 
of Cole). The after-effects of the peelable film melting and flowing is expected because the 
same material and process is utilized. 

Prior Art of Interest 

USPN 6,1 14,021 to Pankratz et al. teaches a coated transfer film having 
polyfunctionalaziridine and epoxy resin are equivalents used as crosslinking agents used in 
transfer media at col. 1, lines 11-15 and col. 2, lines 15-20. 

USPN 6,1 13,725 to Kronzer teaches a method of making a printed material having cold 
release properties. 
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USPN 5,879,790 to Sogabe et al. teaches a color ink layer containing the same coloring 
agent, binders of vinyl resins and epoxy resins used in combination with a release layer in order 
to adjust the melt index in heat or thermal transfer sheets. Sogabe teaches release-modifying 
agents such as wax and heat-meltable resins such as acrylic resins are used in combination within 
release layers for the purpose of assisting in transfer and adjusting melt flow (col. 5, lines 3-68- 
col. 6, lines 10, col. 5, line 40-68 - col. 6, line 7 and Table 1). 

Response to Arguments 

Applicant's arguments filed 12-22-05 have been fully considered but they are not 
persuasive. 

Applicant does not contest the non-statutory double patenting and is in agreement with 
considering providing a terminal disclaimer to overcome the rejection, but has not submitted the 
terminal disclaimer to date. Thus, the Double Patenting rejection is sustained. 

Applicant argues the combination of Kronzer and Ho stating that claim 3 1 requires a 
peelable film melt-flowable at a temperature and points to a cross-linked three-dimensional 
structure at page 10, lines 9-12 of the instant specification. In response to applicant's argument 
that the references fail to show certain features of applicant's invention, it is noted that the 
features upon which applicant relies (i.e., cross-linked three-dimensional structure) are not 
recited in the rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Applicant argues Kronzer fails to provide motivation and alleges the combination of 
Kronzer and Ho is a hindsight rejection. Applicant has not provided a persuasive argument. 
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Kronzer teaches all the requirements in the claims except for adding a crosslinker. As previously 
set forth, Kronzer teaches any generic vinyl ink (see col. 4, lines 15-22) may be used and applies 
it to layers of ethylene-acrylic and acrylic and polyvinyl acetate layers (col 4, line 50-col. 5, line 
52), thus providing motivation. Ho, discloses an acrylic ink, which is a species of vinyl 
including a crosslinker and applied to layers of ethylene acrylic also for the purpose of affecting 
melt flow and other characteristics (col. 3, lines 25-50, col. 4, line 5-col. 5, line 55). 

Applicant argues that the motivation of Ho would not be to use crosslinked binders in the 
color layer to the release of Kronzer. The Examiner agrees, as previously set forth, Ho was used 
to teach adding the ingredients of the color layer of Ho to the ink layer of Kronzer, not to the 
release layer. Applicant's instant claims require an opaque crosslinked layer and the 
combination provides such. 

Applicant argues Kronzer in view of Hiyoshi to claims 52-56 and 59-65. 

Applicant argues that the release layer overlies the ink layer to protect the ink in Kronzer. 
However, this is not found because the ink layer overlies the release layer as explicitly shown in 
the Figures 1, 2 and 4. Applicant argues that the motivation of Hiyoshi would not be to use 
crosslinked binders in the color layer to the release of Kronzer. The Examiner agrees, as 
previously set forth, Hiyoshi was used to teach adding the ingredients of the color layer of 
Hiyoshi to the ink layer of Kronzer, not to the release layer. Applicant's instant claims require 
an opaque crosslinked layer and the combination provides such. 

Applicant argues claims 58 and 59 to the methods and argues removing a non- 
transferable portion and placing the peelable layer on the surface with the opaque crosslinked 
polymer layer exposed is not taught. However, Cole was used to teach a similar construction 
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where removable panels of release coated paper in image transfer media are peeled away from 
the film coating to apply an image to T-shirts (the image-bearing surface) by using an ordinary 
household iron or heat press (Abstract, col. 2, lines 10-35 and col. 4, lines 25-40). The after- 
effects of the peelable film melting and flowing is expected because the same material and 
process is utilized. The rejections are maintained for reasons of record. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tamra L. Dicus whose telephone number is 571-272-1519. The 
examiner can normally be reached on Monday-Friday, 7:00-4:30 p.m., alternate Fridays. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Examiner 
Art Unit 1774 
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